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Administrative Trademark Judges.

Opinion by Larkin , Administrative Trademark Judge:

Carling Technologies, Inc. (Appl i cant 0) seeks registratio
Registerofthe clamedpr oduct configuration mar ks shown L

for rocker switches ,4" in International Class 9:

10The Board may take judicial notice of dictionar.)
definitions in technical dictionaries and translation dictionaries that exist in printed format .0

In re Omniome, Inc. , 2020 USPQ2d 3222, *2 n.17 (TTAB 2019). We take judicial notice that

a orocker switchdé is oan electrical switch that vy

the other to turn it off, rather than a switch that you move from one position to the other . 0
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CAMBRIDGE DICTIONARY (dictionary.cambridge .org/us/dictionary/english/rocker -switch, last
accessed onJanuary 8,2021).As expl ained below, an oOactuatoro¢ t

2 Application Serial No. 88279409 was filed on January 28, 2019 under Section 1(a) of the
Trademark Act and with a claim of acquired distinctiveness under Section (2)(f) of the
Trademark Act, 15U.S.C.88 1051 (a) and 1052(f), based on Applic
first use in commerce since January 2002. Applicant describes this claimed ma r k adhsee-0

dimensional design of an actuator for rocker switches. The three -dimensional shape of the

actuator features a convex front surface having raised left and right edges. The solid lines

show the positioning of the mark on the goods and those features claimed by  the owner as its

mark. The matter shown by the dotted lines is not part of the mark, and no claim is made to

it apart from the mark as shown . ¢

3 Application Serial No. 88279448 was also filed on January 28, 2019 under Sections 1(a) and
(2)(f) of the Trademar k Act, based on Applicantdés cl ai
since January 2002 . Applicant describes this claimed mark as ¢a three -dimensional design of

-2.-
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The Trademark E xamining Attorney refused registration of Ap p | i ¢ dammed s
mark s under Sections 1, 2, and 45 of the Trademark Act, 15 U.S.C. 8§ 1051, 1052,
and 1127, on the ground s that the claimed marks are non -distinctive product designs
t hat do not function as mar ks and t hat Ap
distinctiveness under Section 2(f) of the Trademark Act are insufficient.

When the refusal s were made final, Applicant requested reconsideration in both
cases and then appealed. After the Examining Attorney denied the reconsideration
requests, the appeal s were resumed and are fully briefed. 4 Because the appeals have
common issues of law and fact and virtually identical records, we consolidate them
and will decide them in a single opinion. In re S. Malhotra & Co. AG , 128 USPQ2d
1100, 1102 (TTAB 2018). We affirm the refu sals to register.

I.  Record s on Appeal >

The records on appeal in the two cases are virtually identical. They include

Ap p | i codagmal énd substitute specimens of use, which we reproduce below :

an actuator for rocker switches. The three -dimensional shape of the actuator features a
convex front surface having raised left and right edges and a window near the top. The solid
lines show the positioning of the mark on the goods and those features claimed by the owner
as its mark. The matter shown by the dotted lines is not part of the mar k, and no claim is
made to it apart from the mark as shown . 6

4Citations in this opinion to the briefs refer t
system. Turdin v. Tribolite, Ltd. , 109 USPQ2d 1473, 1476 n.6 (TTAB 2014). Specifically, the

number preceding TTABVUE corresponds to the docket entry number, and any numbers

following TTABVUE refer to the page number(s) of the docket entry where the cited materials

appear. The briefs in the two cases are substantially identical, and unless otherwise

indi cated, citations are to the briefs in Serial No. 882794 09.

5 Citations in this opinion to the application record s, including the request s for
reconsideration and their denials, are to pages in the Trademark Status & Document
Retrieval ( 0O TSDtRMe UWmittaedbhdh st avtfes Patent and Tradel
Where necessary, we will indicate the different places in each file histor y where referenced

evidence appears. The Examining Attorney issued, and subsequently withdrew, functionality

-3-
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(Application Serial No. 88279409 (original specimen) )

(Application Serial No. 88279448 (substitute specimen) )

and the following materials:

refusal s in both applications, November 4, 2019 Final Office Actions at TSDR 1, and we do
not summarize the record evidence direct ed specifically to th oserefusal s.

-4 -
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1T Pages from Applicantds website at carlingt
Applicant 6s s wi tSanadeafcecoundady toerExaminipgeAgorney
in both applications ;7

1 The declaration s of three employees of Applicant, Gerald Peplau, its Product
Manager, Harold Wiegard, its Vice President, Global Quality, and Rogelio
Rangel Loera, its Production Superintendent, and the declarations of  two
employeesofr es el | er s of Ap pdamexParasopddos and Dedveyc t s ,
M. Thrash V, made of record by Applicant in both applications; 8

1 U.S. Design Patent No. D458,231 ('t he 0 6 2 3,lwhidhealaima O thhe
ornament al design for an enhadecdf recoddably s wi t ¢
Applicant in both applications; 2

1 Catalogs showing Ap p | i cpeoduct$, snade of record by Applicant in both

applications; 10

EApplicantds website defines a oO0switch actuatord
usedtomanually t urn a circui-t on and off, 6 and states th
to visually indicate whether a circuit is ON or O

2 (Serial No. 88279409) .
71d. at TSDR 2 -3 (Serial Nos. 88279409 and 88279448) .

8 September 21, 2019 Responses to Office Action at TSDR 20-21 (Serial No. 88279409) and

TSDR 21-22 (Serial No. 88279448) ; April 21, 2020 Requests for Reconsideration at TSDR 12 -

25 (Serial Nos. 88279409 and 88279448). We will cite the declaration s by paragraph n umber
(e.g., 0 P e fp b &Applidare aldo subrdiited the declaration of Walt Sadowski, its

Manager, New Product Development, in each application, but Mr . t&tnboywask i 0 s
directed to the functionality refusals that were withdrawn by the Examining Attorney.

9 September 21, 2019 Responses to Office Action at TSDR 4 1-43 (Serial No. 88279409) and
TSDR 42-44 (Serial No. 88279448).

10 September 21, 2019 Responses to Office Action at TSDR 44 -385 (Serial No. 88279409) and
TSDR 45-386 (Serial No. 88279448).

-5-
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T Advertisements and promoti onal material s f
record by Applicant in both applications ;11

1 Photographs of pr oduct s that Applicant <cl ai ms wer
products, made of record by Applicant in each application; 12 and

1 Webpages showing product s that the Examining Attorney claims  are similar
i n appearance t o e aucts, madeoffepopbyithe Bxamhirong pr od
Attorney in each application .13

[I.  Analysis of Refusal
A. Applicable Law

In Wal-Mart Stores, Inc. v. Samara Bros. , 529 U.S. 205, 54 USPQ2d 1065, 1069
(2000), the Supreme Court held t h a[cJongumers are aware of the reality that,
almost invariably, even the most unusual of product designs . . . is intended not to
identify the source, but to render the produc
0As a rredual tesigns gan never be inherently distinctive and will always
require evidence of acquired distinctiveness or secondary meaning to be registrable
as marks. @In re OEP Enters., Inc. , 2019 USPQ2d 309323, *16 (TTAB 2019) (quoting

Kohler Co. v. Honda Giken Kogyo K.K. , 125 USPQ2d 1468, 1503-04 (TTAB 2017)

11 September 21, 2019 Responses to Office Action at TSDR 439 -75 (Serial No. 88279409) and
TSDR 440-76 (Serial No. 88279448).

12 September 21, 2019 Responses to Office Action at TSDR 426 -38.

13 November 4, 2019 Final Office Action s at TSDR 2; June 11, 2020 Denial s of Request for
Reconsideration at TSDR 2 -10.

-6 -
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(citations and internal quotation marks omitted)  ).14 GAcquired distinctiveness means
that consumers have come to associate the mark with a single (even if anonymous)
source.0Kohler, 125 USPQ2d at 1504 (citation omitted) . Anapplicant ¢thasthe burden
of demonstrating that its mark  has acquired distinctiveness. 6 In re Change Wind
Corp., 123 USPQ2d 1453, 1467 (TTAB 2017).

In assessing whether a descriptive term has acquired distinctiveness, we must
first determine the t e r mdgree of descriptiveness, Royal Crown Cola Co. v. Coca -
Cola Co., 892 F.3d 1358, 127 USPQ2d 1041, 1048 (Fed. Cir. 2018), because 0 [ t ] h e
greater the degree of descriptiveness the term has, the heavier the burden to prove it
has attained secondary meaning .61d. (quoting In re Boston Beer Co., 198 F.3d 1370,
53 USPQ2d 1056, 1058 (Fed. Cir. 1999) (internal quotation omitted)). = 0Analogizing to
the heavier burden on an applicant for a highly descriptive term, an applicant for a
product design mark bears a heavie r burden because consumers are not predisposed
to viewing the product features as source identifiers .6In re MK Diamond Prods., Inc.
2020 USPQ2d 10882, *19 (TTAB 2020) . Inthat regard, t he Examining Attorney made
of record photographs of multiple rocker switches with actuators that are similar in

appearanceto Appl i cantds. We reproduce several bel o\

14 The Examining Attorney claims in his brief  in Serial No. 88279409 t hat oO0[ t] her e ar

issues on appeal, whether Appl i cant 6 s distinckve praductadesigroamd whether
the Applicantdés <claim of acquired distinctivenes
perceived by consumers as a sour&TdABVUESBn Whetherer f or
Applicant 6 s rdigtindtive preaduchdesgois not an issue because we agree with

Applicant thatit 0 has never argued (during prosecufori on or
Mark (which is product configuration) is  inherently di st i n@ TTABVEIE & Applicant

properly confines its evidence and argument on appeal to its claim that each of its product
configuraton soi s di stinctive because it hdhs acquired se.:

-7 -
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- /7
Nilight Momentary Laser
Rocker Switch 7Pin Winch
In Winch Wiring Harness
Kit 20A/12V 10A/24V..

(7 148
$7.69 vprime

MICTUNING LS09901 7 Pin
Momentary Laser Rocker
Switch Winch in/Out, 20
Amp/12V, Light Blue

p v 430
$12.99 vprime

U.S. Solid 4 Pin Marine ESUPPORT Car Auto 12V
Grade ON-Off-ON/Open Momentary Light Button
Close/in-Out Momentary Racker Toggle Switch Blue
Rocker Switch with Blue. LED Winch in Out ON..

| w72 Wi a7
$14.55 $10.99

$9.99 sprime

FABOOD F 7 Pin WINCH
IN/OUT Momentary
Rocker Switch Laser ON
OFF-ON Two LED Backlit..

40

BANDC 7 Pins 2 LED Light
On-Off-on Marine Boat
Rocker Switch Dpdt
Waterproof 12v 24v

X 114
$9.99 /prime

16

15 June 11, 2020 Denials of Requests for Reconsideration at TS DR 2.

161d. at TSDR 4.
171d. at TSDR 9.

15
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19

Applicant does not deny that these actuators resemble its own. Instead, Applicant
argues in each case that it enjoyed exclusivity of use of it s claimed marks under the
0231 Pat ewdsin efigdt betvben June 2002 and June 2016, 9 TTABVUE 4,
that following expiraton of t he 6231 Patfante,d Aphpel isawdsjtect aj
for a federal registration to be able to enforce its rightsi  n its trade dress in order to
maintain thisidegxahds i Wwiatent apgearanae of these inferior

copycats, which are made cheaply overseas and have been quickly popping up at an

18 |d. at TSDR 10,
19 November 4, 2019 Final Office Action at TSDR 2  (Serial No. 88279409) .

-9-
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al arming rat e, does not negat e twé pgeddescoAnt 6 s
continuous, elk atd-b.Because Applcant agimits that third parties are
oqguickly popping up toastll remker switches with actpatarsa tha 6
Applicant admits resemble its own, and there is not an insignificant number of
examples in the record, registrations oftheclaimedmarks 0 may not i ssue exce
a substanti al showi ng of Kahlerq i2b UePQ2ddct 05 nct i v
(quoting In re Udor U.S.A,, Inc. , 89 USPQ2d 1978, 1986 (TTAB 2009)).
0Our analysis of the evidence of acquired di

of t he e MK DiemordeProds. , 2020 USPQ2d 10882 at * 20. The Federal
Circuit has held that

the considerations to be assessed in determining whet her

a mark has acquired secondary meaning can be described

by the following six factors: (1) association of the trade

dress with a particular source by actual purchasers

(typically measured by customer surveys); (2) length,

degree, and exclusivity of use; (3) amount and manner of

advertising; (4) amount of sales and number of customers;

(5) intentional copying; and (6) unsolicited media coverage
of the product embodying the mark.

Converse, Inc. v. ITC, 909 F.3d 1110, 128 USPQ2d 1538, 1546 (Fed. Cir. 2018). 6 Whi | e
Converse concerned an appeal from a decision issued by the International Trade

Commi ssion, the Federal Circuitds clarificati:
distinctiveness is equally applicable to any Board proceeding that necessitates a

showing of secondary meani ng, Oase$ and éxupdrieng bo't
appeals. In re SnoWizard, Inc. , 129 USPQ2d 1001, 1005 n.8 (TTAB 2018). We discuss

below those Converse factors that are relevant to these cases.

-10 -
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B. Analysis of Evidence and Argument s Relating to the  Relevant
Converse Factors

Applicant argues in its appeal brief t hat it has submitted O0Osub
regarding its extensive use, commercial success and advertising, consumer
recognition, and, perhaps most significantly, evidence th at recent counterfeit
products have been marketed as O0Carling styl e
defective counterfeit products to [Applicant], all showing that consumers associate
this product configuration with [Applicant] ,64 TTABVUE 5, and in its reply brief,
Applicant a r ghasessbmitteld aarious formsoof evidence showing that
nearly all of [the Converse] factors support a finding that the applied -for Mark has
acquired distincti ve iithe£samibing Attorfiey AeBpgridEthadl .
Applicantds oOevidence remains insufficient to
TTABVUE 4, b ehe aultimate te3t[ in] determining acquisition of
di stinctiveness under Secti drut2 (@fp)pliixc amdtd sa pp
educating the public to associate Idhaed-5c| ai med

1. Association of the trade dress with a particular source by
actual purchasers 20

Applicant offers the declarations of James Parasopoulos and Dewey M. Thrash V,

empl oyees of two oOcustomer deal €ontaraswicchbesb uy an

20Thi s f a typiaally meéasured by customer surveys . Gonverse 128 USPQ2d at 1546.
Applicant does not provide a survey, but offers the retailer declarations discussed below to
establish association of Ap p | i ccimeéddnark s with Applicant by actual purchasers . We
will consider the declarations under the first ~ Converse factor for whatever probative value
they may have as direct evidence of acquired distinctiveness .

-11 -
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and switches from [ Ap p#ITTABWUE 6.67sMr. Parasopputns is t or s . 0
employed by a company in Cupertino, California that has been buying and selling

actuators and switches from Applicant and  other manufacturers for 11 years,
Parasopoulos Decl. T 5, while Mr. Thrash is employed by a company in Elkhart,

Indiana that has been buying actuators and switches from Applicant and buying and

selling switches fr om other manufacturers for 13 years. Thrash Decl. I 5.

For the most part, t heir testimony is substanti vely identical. Each declarantrefers
to the same attached Exhibits A and B, which consist of the drawings of the claimed
marks in the two applications, a nd testi fies that o[ w]l hen |
attached at Decl aration Exhibits A and B, | in
60Contura VO switch actwuators based on their
ornamental design shown in these picturesw i t h Carl ing. 6 PamGasopou
Thrash Decl. | 6.

Each declarant also lists 0 s] ome of the features of the
exhibit t hat oOcause me to i mmediately recognize i
Parasopoulos Decl. 1 7-8; Thrash Decl. 11 7-8. The list of features is the same for
each product. For the product configuration shown in Exhibit A (Serial No.

88279409), and reproduced below :

21 Applicant claims that the declarations of its own employees should also be considered under

this Converse factor, 4 TTABVUE 6, but we will consider them under the second factor

because they do not involve t h&Convarse 128 WePQYdatof O act
1546.

-12 -
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the listed features ar e o[ i ]J]ts wunique, threeinglkjsmeothsi onal

convex surface that extends along the front of the actuator from the top to the

bottom, 6 0[t]he raised edge along the | eft anct

its top or bottom, that give the center a recessed look all the way thro  ugh the top and

bottom of the actuator, 6 and o[t] he gradual,

the top and bott oParasopoulosiDecl. % ThrashtDeck | 9.

For the product configuration shown in Exhibit B (Serial No. 88279448 ), and

reproduced below:
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the listed features are the same identified in connection with Exhibit A ,plus 0 [ t ] he
shape and placement of the singl e, 8Thnashul ar w
Decl. 1 8.

Each decl arant al so opi nes designalemertgof thheni s cor
6Contura VO switch actuators ar e [ sic] uni c
recogni zable as Carlingds 6Cont uB®;d8hragtoDed.r oduct
19,andt esti fies to the popul ar i tParasopbulof\giaes i cant 0
that o[ o] f all the actuators/ switches we buy/ sel
popular/common. In fact, on many occasions, our customers specifically seek/request

to useontthie ad ¥ 3 dPeasriagsno p o ullo.dvs. T brask dtatestdat o[ o] f

all the switches we buy and use, the O6Contur a
on many occasions, we/ customers specifically
design. 6 ThdaGkash Decl . A&

According to Applicant, the two declar ations

detail how the product design of Caringds Contura V is
unique and immediately recognizable as a Carling switch,
how their own customers specifically request Car | i ngds

Contura V switch, and how their customers even
mistakenly believe that recent pla giarized products from
China are Car | i @Gogtdra V switch based on the
distinctive product design of the copied Contura V switch.

The Examining Attorney responds that these declarations and the others are from
oOinterested part i e astindependbhtcodsumensavill viesvithe markt h
as a source identifier.o6 8 TTABVUE 5. He ar gt

interest in the sal esandftheit abily toAppepentiotbessfrond s g o o d
-14 -
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of fering si nui,lardrdhawe adecadss, ob experience interacting with the
Applicantds goods and are notold dhe £xachieilge d av e
Attorney al s dheseraffjdavédssandtdéckarations were clearly prepared by

the Applicant and/or on their behalf. Each  declaration uses an identical format and

identical wording for statements 6, 7, 8, and 9, which speak  directly to the issue of

acquired distinctiveness. Accordingly, these declarations are also entitled to little

weight. 61d. at 5-6.

In reply, Applicant argues that the fact that it prepared the declarations is
irrelevant because O0O[t]hese are sworn stateme
that they are therefore |l egitimate evidence t
andthat t he o0decl ar ant sonaumers of dmestype, who a&ls® Biteract with
consumers of &na®her type. o

We find that the two non-party declarations are problematic for two primary
reasons. First, the language of the declarations confirm s that the declarations were
prepared by Applicant or its counsel, and we agree with the Examining Attorney that
the form nature of the declarations reduces their evidentiary value. 22 The Board has
repeatedly held that othe probative weheght of

fact that they are identical in fMKDamamid ar e I

22 At the same time, however, we disagree with the Examining Attorney  to the extent that he

suggests that the fact that these witnesses and the party withesses o0 have a vested in
in the sale of the Applicantds goods and their ab
goods, 6 8 TTABVUE 5 sthapobatie satue of theyr testimahy Gieen the

nature of the evidence thatis relevant under the Conversefactors, interested withesses such

as those here will invariably be the source of most testimony. The issue is whether the

testimony is persuasive even though it is offered by an interested witness

-15 -
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Prods., 2020 USPQ2d 10882 at *25. dwhile form statements may be submitted as

evidence of acquired distinctiveness, we generally find them i and find them here i

to be less persuasive than statements expressed in a declarant & own wild.,r ds . 6
(citing Kohler, 125 USPQ2d at 1507). We find it particularly significant that the

identical listed features that each declarant states cause s him to associate the
configuration s with Applicant were crafted by Applicant or its counsel to track its

argument regarding the elements of its mark in Application Serial No. 88279409, 4

TTABVUE 3, and do not reflect the s pont aneous personeth knowl
declarant as to what makes Appl i cant 6 s goods unKahlerel2s n app
USPQ2d at 1508.

Second, a 2018 catalog states that Applicant has more than 70 distributors
worldwide , suggesting that two resellers are a frac
distributors, and that Applica nt serves a wide variety of markets, including the
marine, military, renewable energy, medical, industrial control, audio/visual,
commercial food, HVAC, floor care, generators, small appliances, security systems,
and test and measurement industries. 23 The record is devoid of testimony from
anyone in these industries , as well as testimony from any end users of the goods.
owWhile we would neither expect nor require scientific sampling in the use of customer
declarations, some degree of geographic and customer d iversity is necessary for the
declarations to have significant probative value ,6 id. (finding that multiple

oDi stributor Stdiattbetorse o f sap pt b ma mwerdissuffeciengto n e s

23 September 21, 2019 Response to Office Action at TSDR 46.

-16 -
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enabl e Board to odeter mi ne représentative of [engimeg wi t ne

purchawbhesé o0the record show[ed] t hat , in ad
retailers, and rental yards, among ot)awad sdé6 wer
we find that the two reseller declarations are  not a represent ative sample of the
uni verse of purchasers of Appl i cSeedlso MK goods,
Diamond Prods. , 2020 USPQ2d 10882 at *25 ( finding that 12 customers declarations,
including 11 identical ones, did noselegiecnuggest

of possi bl e Indre Bacea Teahn, t3384-)8d 1348, 67 USPQ2d 1629, 1633
(Fed. Cir. 2003) (finding that five affidavits  of individuals in the artificial nail
business o0at most purport to represenvantt he vi
mar ket . 6) .

We find that the scripted testimony of two resellers is insufficient in quantity and
guality to have significant probative value under the first Converse factor as direct
evidenceof the distinctiveness marksApplicantdés con

2. Length, Degree, and Exclusivity of Use

Mr . Pepl au testified t hat Applicant Ohas
configurations of the Contura V in com@Serce s
t hat Applicant obtained the 02 3thesdPComttganMt 0t 0 €
design configurations r emai t®? aadxtlwat Apglicante , 6 Pe g
ohas actively monitored the market for any cc

Peplau Decl. § 10. He is silent as to whether any actuators with similar appearances

%2The 0231 Patent issued on June 4, 2002 and expir

-17 -
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were sold during the ,cfeQERmEntefs., 20004&JSR2A3309323at e nt

at *26 (discussing a p p | | celfarcendest efforts under its design patent), or about

any enforcement efforts by Applicant  during the four years following  expirat ion of the

patent term , when Applicant acknowledges that multiple similar products began

cquickly popping up at an afH#&rming rate. o6 9 TT
Even assuming, however, that Applicant enjoyed exclusive use of the applied -for

marks during the 14 -yearterm of t h e & 2®ohg afdaxclasivé use alone does

not necessarily establish that a prodMvMkt feat

Diamond Prods. , 2020 USPQ2d10882 at *20. In MK Diamond Prods. , the Board held

that because the applied -f or mar k was 0hi gh l-dstindtieesuseforpt i ve

a period of approximately fourteen years was insufficient to establish acquired

di st i nct idvAs disssed and shown above, we have foundthat Ap pl i cant 0 s

25 Applicant argues in its reply brief that these products are of very recent vintage,

specifically, as of the June 11, 2020 date of the denial of its request for reconsideration, which

Applicant argues is 0a year and a half after Applicant fi
applicati on. 6 TBewébpayds yhate of fecord by the Examining Attorney in his

June 11, 2020 Denial of Re quest for Reconsideration state that the various products were

first available at various times priorto June 11, 2020, including on February 17, 2019, id. at

TSDR 2, February 14, 2014, id. at TSDR 3, April 13, 2017, id. at TSDR 4, March 13, 2017,

id. at TSDR 5, September 1, 2018, id. at TSDR 6, March 15, 2019, id. at TSDR 7, January 2,

2020, id. at TSDR 8, January 30, 2014, id. at TSDR 9, and January 24, 2018. Id. at TSDR 10.

Applicant also made of record evidence ofthesaleof 6 c opy cat ver snitounrsan ofé6 t he

its September 21, 2019 Response to Office Action at TSDR 427, 431, 434, and two of

Appl i cant 0 confwmet the existense of these self-st y | e d oOptodupty mriartod

June 11, 2020. Mr. Wiegard stated in his April 15, 2020 declarato n t hat 0| have see
these rocker switches have started to be copied a:
Wiegard Decl. § 4, while Mr. Loera similarly testified in his April 15, 2020 declaration that

he had O0seen f ake v e ritshexthatcuswmrhersttriedtosreturnrtaoCarkng r .6s w

Loera Decl. T 4. The record as a whole, augmented by Appl i cant 8s acknowl edger
proliferation of similar products, supports a finding that whatever exclusivity Applicant

enjoyed during thetermof t he 6231 Pat e ratsomkipanalpng before duhe 11,

2020.

-18 -
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products bearing the applied-for marks appear in the market with multiple similar

looking actuators, and we find that Appl i cant s presumed excl usi
product configurations duringthe 14 -year term of the 6231 Paten
someperiodafter the expirati baslite probatikeevalle 2rigldr Pat ent
the second Conversefactor as evidence of acquired distinctiveness.

3. The Amount and Manner of Advertising

Applicant argues thatit hasdo sub mi t t ed numer ou sialsdronviter t i si n
mar keting campaign forintsh€ohboumaotwiovahesds
ande-news | ett er 4 BTABVhEI2sbutéAppl i cant 6 sMrb.r iPeefpsl aaundds
declaration are silent as to where, when, and how frequently suchdo e mai Isabhdl a st
enewsl|l etter b a n radvertisibg hasr appeareld,e to whom it has been
exposed, and how much Applicant has expended onit. Even compeling 6 6adverti sin
figures do not always amount to a Kbébhlem#2bng of
USPQ2d at 1516 (quoting Stuart Spector Designs Ltd. v. Fender Musical Instruments
Corp., 94 USPQ2d 1549, 1572 (TTAB 2009)), but here we have none. Int he absence
of any metrics for Ap p | i cselirades@rbed 0 mar k e t i paign foc its r@ontura
switches,06 the advertis ements themselves have no probative value as proof of
acquired distinctiveness. Cf. In re Hikari Sales USA, Inc. , 2019 USPQ2d 111514, *15-

16 (TTAB 2019) (discussing cases in which modest advertising expenditures  were
found not to support a showing of acquired di

examine Applicantds advertising to see whethe]
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Serial No s. 88279409 and 88279448 (Consolidated)

to view the applied for de OERHENers.]20®8YSPRRdp | i can
309323 at *23. 26

Applicant argues that a review of its advertisements daeveals that these
advertisements for [ its] switches prominently display the actuators themselves,

adjacent to thed4TTABVUE 12 glemplagisein odiginal). We display

five of the advertisements below:27

RELAX.
WE GOT
THE REST.

High performance equipment
that makes boating a breeze.

' Carling Technologies®  VISIT US AT THESE UPCOMING 2018 TRADESHOWS:
.j Innovative Designs. Powerful Solutions, P b St

sales@carlingtech.com « www.carlingtech.com \BEX: Tampa, L [Booth 810 | FUIBS: FT Lauderdale, FL | Booth 308-308

November13-15
METS: Amsterdam | Booth 01115

adomanks of Cartlng Techringies, lac

26 As noted below, there are no advertisements showing products bearing the mark claimed
in Serial No. 88279448.

27 The specific nature of these examples of advertising in the record is unclear.

28 September 21, 2019 Responses to Office Action at TSDR 441 (Serial No. 88279409) and 442
(Serial No. 88279448) .
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t 7~ _ - !
ﬂg BUILT
o WSS TOOUTLAST

-

Complete line of .
Switches & Circuit Breakers
built to withstand rigors of

' ooF ~. the commercial food industry

ON
!

.

- - Carling Technologies®

‘ Innovative Designs. Powerful Solutions.

29

ROCK, ROTATE & RECHARGE

Rocker switches with interchangeable actuator options,

rotary switch accommodates up to three separate LEDs
and a dual port USB charger with spring loaded doors.

-
—

Carling
Technologies®

291d. at TSDR 442 (Serial No. 88279409) and 443 (Serial No. 882 79448).
30 1d. at TSDR 443 (Serial No. 88279409) and 444 (Serial No. 88279448).
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-—

Rocker, Toggle, Rotary and Pushbutton Switches
for a Variety of Applications

) . . LEARN
Carling Technologies MORE

COMPLETE LINE OF HYDRAULIC-MAGNETIC
SWITCHES & CONTROLS CIRCUIT BREAKERS

Wide range of circuits, ratings, terminals, colors, High Amperage, High Voltage, Full or Compact Siz
imprinting, mounting options and agency approvals Complete Line of Protection

Carling Technologies® | eaon More

rnovalive Designs. Powerful Solutions

Appl i cant Datso display anld degcribe its Contura V actuators:

311d. at TSDR 448 (Serial No. 88279409) and 449 (Serial No. 88279448). Applicant displays
this advertisement in its appeal brief s at4 TTABVUE 13.

82 |d. at TSDR 447 (Serial No. 88279448).
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ConturaV

The symmetrically curved Contura

V actuator provides the perfect
complement to the Contura IV’s
“Shape to create a Shape” design
concept. With its flush style mounting
bracket, Contura V can be mounted in
between two Contura [V’s, by itself, or
in groups. 33

CONTURA IV

The Contura IV's“Shape to create a Shape” actuator supports
the designer, by working with the curves, contours and
advanced styling of the latest panel designs, flowing with
these advanced curves and radii. This actuator style fits on the
Contura Il &Il flush bracket/bezel.

CONTURAV

The symmetrically curved Contura V actuator provides

the perfect complement to the Contura IV’s“Shape to create
a Shape”design concept. It can be mounted in between
two Contura IV's, by itself, or in groups. This actuator style is
available with all flush style mounting brackets.

W
4
B

Applicant concedes that its advertisements do not urge consumers to look for the

34

particular features of the actuators for which Applicant seeks registration  when it
arguesthat while 6 61 ook for & adverti singitiscarminpmt especi
neces s4aITABVUE 12 (citing Thomas & Betts Corp. v. Panduit Corp. , 138 F.3d
277, 46 USPQ2d 1026, 1037 (7th Cir. 1998)).

The Examining Attorney responds t hat Applicant has oOprovi
advertisements in support of acquired distin

Ot hese are not 061 oo kd Acoordidg t@atdevEgaminingsAtomeynt s . 0

33|d. at TSDR 97 (2018 general catalog) . This page appears to show the product configuration
mark claimed in Serial No. 88279448. The same display and description appear in one of
App !l i coaranspdrstion Switches & Controls ¢catalogs, id. at TSDR 304, and on a page
from another unidentified 2018 promotional piece. ld. at TSDR 372.

341d. at TSDR 268 (2015 marine catalog).
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ol wlhhéeApplicantds advertisements show the g
and wording that is also not trademark matter , 6 a nwadould be impossible for

consumers to be able to pull out any specific product from these advertisements and

identify a specif ic product configuration as a separable source identifier apart from

all other goods, wording, and additional trademarks. éld.

Inreply, Applicant ci t es the Seventh ThomaséuBettsGmwthede ci si C
propositions that oadvertising which prominent
to draw consumersd attention to that mark and
9 TTABVUE 5, and t haiandddsttrujelestablishing that th oe shaper d
of a product must be specifically pointed out in advertising . . . advertising which
encourages consumers to identify the claimed trade dress with the particular
producer is some evi denclég (qodtingsTekomasr&®Batts y46 me ani n
USPQ2d at 1037). Applicant concludes t hat o[i]l]n this <case, a (
advertisement displaying the trade dress (the applied -for Mark) along with the name
of the producer (Carl ildngdb-6.does precisely that

In the recent MK Diamond Prods . decision, which involved the registrability of
the design of a circular saw blade, t he Board reiterated that o[ w
are submitted as evidence of acquired distinctiveness, they must demonstrate the
promotion and recognition of the specific configu ration embodied in the applied -for
mark and not of the goods in general .0 MK Diamond Prods. , 2020 USPQ2d 10882 at
*21 (quoting Kohler, 125 USPQ2d at 1516 (internal quotation omitted) ). The Board

also reiterated that dt] he sort of advertising that can demonstrate that a product
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design feature has acquired distinctiveness
advertising, which directs consumers i n no unoct
feature(s) claimed as a trademark ,0id. (citing Kohler, 125 USPQ2d at 1516), and that
dook-for6advertising 6 does not refer to advertising that
the product or touts a featureinanon -sour ce i dent i fdy(quatigg Suah ner . 6
Spector Designs, 94 USPQ2d at 1572 (finding that advertisements featuring
prominent deauty shotsd of guitar body shape were not examples of d&ook-ford
advertising and were not probative of acquired distinctiveness) ).

Here, as in MK Diamond Prods ., the Applicantd oesonot deny t hat its a
i's noif o6dloo@kdv er t i sthantigereisbarequiramegt that an applicant
use such advertising in order to establish secondary meaning .61d. In that case, t he
Board notedthat 0 [ t ] hec &8s eas ewhere the | ack of &6l ook
fatal in view of industry practice to recognize certain configurations as source
indicators ,6id. (quoting Stuart Spector Designs , 94 USPQ2d at 1574), but found that
the case before it was not such a case becausethe practice in the saw blade industry
was to show pictures of the goods, including close ups showing their features, nextto
text touting the ir merits. Id. The Board found thati nthat context, oO0i n order f ol
blade consumers to have any realistic chance of recognizing the applied -for mark in
Appl i cant 0sh ssmghrate and apart from other marks displayed therein i
Applicantds advertisi ng..uhe pdtedtial lcansumer inmo 6 di r ec
uncertain terms to look for & t h e -fboprmarkj dedd. (quoting Stuart Spector

Designs, 94 USPQ2d at 1574), andthat t h e a p p hdvertigimyt féiled to do so.
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The record here shows that rocker switches similarly have been displayed in
public -facing materials together with text touting the ir features. 3> We display one

example below:

K5

ROCKERS SEALED, ILLUMINATED ROCKER SWITCHES

ATTRACTIVE & RUGGED FOR WET & DUSTY ENVIRONMENTS

The OTTO K5 series is a quality, precision switch designed
to comply with standards established for appliance, marine
{ignition protection) and off-road vehicles along with other
demanding applications where rugged rocker switches
are required.

K5 series sealed rocker switches snap into industry-standard
panel cutouts. Choose illuminated and printed legends, thru-
panel drain option and switching compatibility from logic level
up to 20 amps.

The K5 series offers a choice of LED, incandescent and neon
illumination. Legends can be stamped onto a non-illuminated
button, stamped onto an illuminated lens or laser etched into
the lens and backlit.

Available in standard and logic level contact ratings, the K5
rockers will fit a wide range of applications. Expect a minimum Raised Bars Shown
of 25,000 cycles at a full rated load of 20 amps resistive or
15 amps inductive. 100,000 cycles mechanical. A full
complement of switch operation is available including

momentary and maintained action in 2 or 3-position switches Standard Characteristic:
in SPST, SPDT, SPTT, DPST and DPDT circuit arrangements. ELECTRICAL RATINGS:
OTTO can provide custom colors upon request. Value-added Load :-Lml !.-:l;': "
assemblies with wire leads are also available. Please consult Cido - VAL S
the factory for assistance. Rusloig o LL
Inductive 154 15A
Lamp 5A 5A
Features: Motor 0.5HP @ 110VAC
* Sealed watertight per IP68S and IP69K oWy 1000Vrms except acroes fight teaminals
s . . e Logic Level 10mA @ SVDC, max D.C. logic level ratings
* Snap-in panel mounting into industry standard (void i logic level loadis) exceeded at any time|
panel cutout Electrical Life: 25,000 cycles
* Optional panel seal gasket LIGHTING:
* LED, neon & incandescent lighting Light Seurce Rating
e 0.250" Quick Connect terminals Incandescent (VDC) BV, 12V, 24V
o Opti | & Neon (VAC) 126V, 250V
ptional one-piece connector 0 VOC) 2V, 6V, 12V, 28
* Optional terminal barriers Mochanical Life: 100000 cycles
* Logic level up to 20 amp switch Seal: 1PEES and IP6IK
« Configurable Single Pole Triple Throw (SPTT) ing Temp Range: -40°C 0 +35°C
with external jumpers MATERIALS:
* Soft Touch button available Case: h |
« RoHS compliant Button: Thermoplastic
i Brass, silver allay with siver plate, gokd fiash for logic leval
Terminal Hardware: K5 series recommendad Quick Connact erminals
AMP 60753-2 for 12-16 AWG
AMP £2100-2 for 14-18 AWG
Mounting Hardware: None provided

36

35 September 21, 2019 Response to Office Action at TSDR 388 -425.
36 |d. at TSDR 419.
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Appl i cant oOteemselaes didplaygrecker switches and actuators together with

text discussingo pr oduct

examples below:

highlightso

and .ovddisplayrnvei on al

V-Series
CONTURA SWITCHES

Product Highlights:

Certified to IP66/68 with dual seals around lamps
and rocker stem.

Silver plated butt contact mechanism provides
reliability up to and beyond 100K electrical cycles
Greaseless construction withstands temperature
extremes down to -40C

The switch accommodates up to 10 terminals and
endless illumination and circuit options.

The switch connector allows the user to preload
FQC terminals for ease of assembly.

Numerous choices of removable rockers allow for
style change without having to retest or re-qualify
the switch base.

Carling Technologies’ sealed V-Series Contura switches are well known for their cuttung edge design, high
L]ll;llll\', maximum performance and unmatched reliabihty. These switches are a sln})h' i the manne and
n:m\pmumm m(ln.\nu-.\ :ul(l |1:|\'(- l)‘,l!\\(‘(l a range ol ('l)\'ll()lllll('lll.ll_ ('UH').\i()n, I('lnprl;illnv, \'xln;m(m‘
shock and sealing tests mcluding MIL Std 202F, MIL Std 510.1, UL 1500, ISO 8846, TEC 60529 and BS
5490 among others, making them one of the most rugged and reliable switches ever manufactured.

Typical Applications:
« Marine Panels

« Emergency Vehicles

* Trucks

* Buses

« Construction Equipment
* Motorcycles & ATVs
Farm Equipment

- Commercial Appliances
* Military Vehicles

* Mining Equipment

« Golf Carts

* Floor Cleaning Equipment
« Utility Vehicles

Resources:
Download 3D CAD Files

ics >R ste>

Watch Product Video

37

87 |d. at TSDR 95.
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38

It is against this backdrop that we must assesst he effectiveness of
advertising in conditioning consumers to identify the product configuration mark

claimed in Serial No. 88279409, which Applicant clams o6 has a di stincti ve
dimensional shape, has a single, smooth convex surface that extends from the top to

the bottom along its front, and has raised edges along the left and right sides (but not

38 |d. at TSDR 111.
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